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REMARKS 

In the Office Action mailed August 15, 2003, claims 1-20 were rejected. Applicant has 
thoroughly reviewed the outstanding Office Action including the Examiner's remarks and the 
references cited therein. The following remarks are believed to be fully responsive to the Office 
Action. All the pending claims at issue are believed to be patentable over the cited references. 

No claims have been cancelled. No claims have been amended. Claims 22-26 have been 
added. Accordingly, claims 1-26 remain pending. 

Applicant respectfully requests reconsideration in light of the following remarks. 

CLAIM REJECTIONS - 35 U.S.C. § 103(a) 

The Examiner rejected claims 1-20 under 35 U.S.C. § 103(a) as being obvious over United 
States Patent No. 4,1 10,750 to Heyning et al (hereinafter referred to as "Heyning") in view of 
United States Patent No. 3,609,020 to Kelly (hereinafter referred to as "Kelly"). 

Applicant respectfully traverses this rejection. 

The Examiner bears the initial burden of factually supporting any prima facie conclusion 
of obviousness. MPEP %2142. To establish a prima facie case of obviousness, three criteria must 
be met. First, there must be some suggestion or motivation, to modify the references or to 
combine reference teachings. Second, there must be reasonable expectation of success. Finally, 
the prior art must teach all the claim limitations. MPEP §2742. 

Applicant focuses on the first prong that states that there must be some suggestion or 
motivation to combine the references to arrive at the claimed invention. Referring to the Office 
Action issued, the Examiner states that "Heyning discloses everything except that the output 
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signal is produced from the signal generating circuitry that is greater in duration than when the 
first capacitor is switched into the signal generating circuit and the second capacitor is not 
switched into the signal generating circuitry." The Examiner further states that Kelly discloses a 
capacitor 517 having a value of 1000 microfarads having a duration up to 250 milliseconds. To 
bridge the gap between the two references, the Examiner states that it is obvious to one of 
ordinary skill in the art to combine the Kelly with Heyning. The Examiner does not point to 
suggestion or motivation but merely makes this conclusory statement. 

Applicant notes that the Examiner in the Office Action on page 3 states that to combine 
Kelly with Heyning would produce a sound pleasing to the ear of the listener. Applicants 
respectfully note that it is difficult to ascertain as to how one of ordinary skill in the art would turn 
to Kelly, a non-related art, to arrive at the claimed invention. In other words, Applicant asks the 
question as to how one of ordinary skill in the art of sound generation devices turn to projection 
technology to arrive at the claimed device. It appears that the Examiner might have conducted 
hindsight reasoning to arrive at the claimed invention. For example, how would the Examiner 
know that by adding a projection art to a sound device would arrive at a sound that is pleasing to 
the ear of the listener. It appears that the Examiner, in order to make this conclusion, has 
conducted hindsight reasoning. The fact that a prior art device could be modified so as to produce 
the claimed device is not a basis for an obviousness rejection unless the prior art suggested the 
desirability of such a modification. (In re Gordon, 733 F.2d 900, 221 USPQ 1 125 (Fed. Cir. 
1984)). 

In light of these arguments, Applicant respectfully requests that the obviousness rejection 
applied to claims 1-20 be removed and the claims be allowed to pass to issuance. 
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CONCLUSION 


In light of the above remarks, Applicant respectfully submits that all pending claims 1-26, 
as currently presented, are in condition for allowance. If, for any reason, the Examiner disagrees, 
please call the undersigned attorney at 202-861-1703 in an effort to resolve any matter still 
outstanding before issuing another action. The undersigned attorney is confident that any issue, 
which might remain, can readily be worked out by telephone. 

In the event this paper is not timely filed, Applicant petitions for an appropriate extension 
of time. Please charge any fee deficiencies or credit any overpayments to Deposit Account No. 
50-2036 referencing attorney docket number 87321.1500. 


Date: Lolj^JaogJ 
Baker & Hostener LLP 
Washington Square, Suite 1 100 
1050 Connecticut Avenue, N.W. 
Washington, D.C. 20036 
Phone: (202)861-1500 
Fax: (202)861-1783 


Respectfully submitted, 


BAKER & HOSTETLER LLP 



Dennis P. Cawley 
Reg. No. 44,598 
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